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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

Claims 1 , 4 - 7, & 30 - 32 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Hibner et al. (US Patent No. 6,120,462). 

With regard to claim 1, Hibner et al. discloses a biopsy device (Figure 1) comprising: 

❖ a hollow biopsy needle (70) having a lateral tissue receiving port (78); 

❖ a hollow cutter (96) advancable within the biopsy needle; 

❖ a first mechanism (Column 4, lines 49-54) for advancing the cutter (96) to a 
position proximal of the lateral tissue receiving port (78); 

❖ and a second mechanism (Column 4, lines 54-56) for advancing the cutter (96) 
distal of said position proximal of the lateral tissue receiving port (78). 

Regarding claim 4, Hibner et al. discloses a biopsy device, wherein said second 
mechanism rotates and advances said cutter (Column 4, line 64 - Column 5, line 1). 
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In regards to claim 5, Hibner et al. discloses a biopsy device, wherein the first 
mechanism advances the cutter at first rate, and wherein the second mechanism 
advances the cutter at a second rate (Column 4, lines 46-56). Examiner contends that 
there are two predetermined translational speeds, thus there are a first rate and second 
rate. 

Regarding claims 6 & 7, Hibner et al. discloses a biopsy device, wherein the first rate 
is different from the second rate and the first rate is greater than the second rate 
(Column 3, lines 12-16, 27-35, 47-52 & Column 19, line 36 - Column 20, line 30). 
Examiner contends the reduction of translational speed in response to the cutting 
resistance is analogous to the slower second rate, as disclosed by Applicant. 

Regarding claim 30, Hibner et al. discloses a biopsy device, wherein the first 
mechanism is capable of advancing the cutter without the rotation of the cutter, and 
wherein the second mechanism advances and rotates the cutter (Column 4, lines 64 - 
Column 5, line 1) 

In regard to claim 31, Hibner et al. discloses a biopsy device, wherein the second 
mechanism advances the cutter from a position proximal of the tissue receiving port to a 
position distal of the tissue receiving port (Column 4, lines 54 - 56). 

Regarding claim 32, Hibner et al. discloses a biopsy device (Figure 1) comprising: 

❖ a hollow biopsy needle (70) having a lateral tissue receiving port (78); 

❖ a hollow cutter (96) advancable within the biopsy needle, the hollow cutter (96) 
having an open distal end (97); 
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❖ a first mechanism (Column 4, lines 49-54) for advancing the distal end of the 
cutter (96) to a postion proximal of the lateral tissue receiving port (78); and 

❖ a second mechanism (Column 4, lines 54-56) for advancing the distal end of the 
cutter (96) to a position distal of the lateral tissue receiving port (78). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought 
to be patented and the prior art are such that the subject matter as a whole would have 
been obvious at the time the invention was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability shall not be negatived by the manner in 
which the invention was made. 

Claims 2 & 3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hibner et al. in view of Miller et al. (US Patent No. 6,638,235). 

Regarding claims 2 & 3, Hibner et al. discloses a biopsy device with all of the 
aforementioned elements. However, Hibner et al. does not disclose a biopsy device, 
wherein the first mechanism employs a pressure differential or pneumatics for 
advancing the cutter. Miller et al., however discloses a biopsy device employing 
pressure differentials and pneumatics (Column 8, lines 1-14). It would have been 
obvious to one having ordinary skill in the art at the time the invention in view of Miller et 
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al. to incorporate pneumatics and pressure differentials with Hibner et al. in order to 
provide a means to drive the cutter. 

Additional Claim Rejections - 35 USC § 103 

Claims 28 & 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wright (US Patent No. 4,662,869). 

In regard to claims 28 & 29, Hibner et al. discloses a biopsy device with all of the 
aforementioned elements. However, Hibner et al. does not discloses a biopsy device, 
where in at least one of the first and second mechanisms comprises a piston and 
wherein the piston is non-rotating. Wright, however, does disclose a biopsy device, 
wherein in at least one of the first and second mechanisms comprises a piston (158) 
and wherein the piston is non-rotating (Column 3, lines 57 - 58). It would have been 
obvious to one having ordinary skill in the art at the time the invention in view of Wright 
to incorporate a non-rotating piston with Hibner et al. in order to orient the piston 
ultimately with the housing (Column 3, line 60 - 62). 

Response to Arguments 

Applicant's arguments, see Remarks, filed on March 8, 2006, with respect to 
claims 1-7 have been fully considered and are persuasive. The original rejections of 
claims 1-7 have been withdrawn. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anuradha Roy whose telephone number is (571) 272- 
6169 and whose email address is anuradha.roy@uspto.gov. The examiner can 
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normally be reached between 8:00am and 4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Max Hindenburg can be reached on 571-272-4726. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 
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